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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
9/10/2008 has been entered. 

Status of the Claims 

Claim 1 has been amended; claims 1-8 are pending in application. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8, are rejected under 35 U.S.C. 102(b) as anticipated by Osamu 
Kawano et al (U.S 6,319,338, thereafter US'338). 
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US' 338 is applied to the claims 1-8, for the same reason as 
stated in the previous office actions dated 7/20/2007 and 
3/5/2008. 

Regarding the newly amended limitation of quenching, 
followed said step of annealing, said steel alloy to transform a 
portion of said initial austenite into martensite and to leave 
remaining austenite that is less than said initial austenite in 
the instant claim 1, US' 338 teaches quenching between 150°C to 
450°C, partial of martensite are formed (Col. 14, lines 33-44 of 
US' 338), which reads on the limitation of transforming a portion 
of said initial austenite into martensite and to leave remaining 
austenite that is less than said initial austenite initial 
austenite as recited in the instant claim. Regarding the newly 
amended limitation of carbon partitioning to transfer carbon 
from said martensite to said remaining austenite sufficient to 
produce stable or metastable retained austenite and carbon- 
depleted martensite, US' 338 teaches "carbon partitioning step", 
for example, "... to obtain the necessary amount of retained 
austenite; the holding time range was from 15sec to 20 min. The 
holding at 150°C to 500°C..." (Col. 14, Line 45 to Col. 15, Line 12; 
Claim 9 of US X 338). US' 338 teaches the similar annealing 
temperature (780-800°C for #16-40 of US X 338), and the similar 
quenching temperature (200-400°C for #16-40 of US X 338) to heat 
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treat the similar steel alloy as recited in the instant 
invention. Therefore, it would inherently lead to the similar 
microstructure (MPEP 2112 IV), which includes transferring 
carbon from said martensite to said remaining austenite to 
produce stable or metastable retained austenite and carbon- 
depleted martensite as recited in the instant claim. Regarding 
the term of "sufficient", US' 338 teaches "carbon partitioning 
step", for example, "... to obtain the necessary amount of 
retained austenite; the holding time range was from 15sec to 20 
min. The holding at 150°C to 500°C..." (Col. 14, Line 45 to Col. 15, 
Line 12; Claim 9 of US' 338), US' 338 reads on the limitation of 
"sufficient" to produce stable or metastable retained austenite 
and carbon-depleted martensite as recited in the instant claim. 

Response to Arguments 

Applicant's arguments filed on 09/10/2008 with respect to claims 1-8 have been 
fully considered but they are not persuasive. 

Applicant's arguments are summarized as follows: 

US'338 does not teach or suggest the carbon-depleted martensite because 
US'338 patent suggests that it would be undesirable to use martensite to provide 
carbon to stabilize austenite because doing so would reduce the martensite in the steel, 
thereby adversely affecting the high flow stress during deformation, lower yield rate, and 
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work hardening coefficient characteristics of the steel and US'338 patent indicates that 
bainite transformation is used to increase the carbon concentration in the austenite. In 
contrast, the claimed invention utilizes carbon partition to transfer carbon from 
martensite to austenite sufficient to produce stable or metastable retained austenite and 
carbon-depleted martensite. 

Examiner's responses for the above argument are as follows: 

Regarding the above argument, as pointed out in the previous office actions 
marked on 7/20/2007 and 3/5/2008, US'338 teaches cooling the heated steel at a 
cooling rate from 10°C/sec to 200°C/sec and holding at 150°C to 450°C. At lower than 
150°C, virtually all of the remaining austenite remaining untransformed is transformed to 
martensite. By quenching between 150°C to 450°C, partial of martensite are formed 
(Col. 14, lines 33-44 of US'338). Therefore, the martensite limitation in the instant claim 
would be anticipated by US'338. Because US'338 teaches "carbon partitioning step", for 
example, "... to obtain the necessary amount of retained austenite; the holding time 
range was from 15sec to 20 min. The holding at 150°C to 500°C..." (Col. 14, Line 45 to 
Col. 15, Line 12; Claim 9 of US'338), which is a similar carbon participation condition as 
recited in the instant invention (Page 8, last paragraph of the instant specification), the 
carbon from said martensite will inherently transfer to austensite and lead to produce 
stable or metastable retained austenite and carbon-depleted martensite. MPEP 21 12 
IV. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jie Yang whose telephone number is 571-2701884. 
The examiner can normally be reached on IFP. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-2721244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JY 

/Roy King/ 

Supervisory Patent Examiner, Art Unit 1793 



